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Intellectual Property

IP describes legal rights or entitlements to certain types of
information, ideas, products, creative expressions, and intangibles
in their expressed form.

IP involves legal rights that authors, inventors, and other IP holders
or owners may exercise, but not the intellectual work itself, so that
they may exclude or include others regarding use and
commercialization of the IP.

IP concerns products of individual creativeness and can be
protected by law similar to other forms of property.

IP generally includes patents, trademarks, copyrights, and trade

secrets.
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IP Exclusive Rights

Grant the holder the ability to exclude others or 3 parties from
infringing on the holder’ s monopoly.

Ex: Registered trademark owner can use a mark related to
products or services and can exclude others from trademark

use related to those products or services.

Can be transferred, sold, licensed, or mortgaged to others or 3™
parties.

Ex: Copyright rights prevent copying the material form of the
expression of an idea, but NOT from expressing the same
idea in a different form and NOT from using the same form of
expression without knowledge of the original held by someone

else.



IP Exclusive Rights

Ex: Patent rights can be used to exclude others from making,
using, offering for sale, or selling the same property for a
predetermined time even if they had not seen or heard about

the property.




Intellectual Property Valuation

IP has value to its holder or owner.

IP value can be assessed based on potential and actual:

1. Sales
2. Licensing
3. Marketing

Negative value can be based on:

1. Becoming obsolete
2. Competition

3. Unauthorized copying

4. Infringement or invalidation




Intellectual Property Valuation

The value of IP is determined by the future income associated
with its ownership.

The value of IP may be dependent on its cost:

Ex: Creation of a musical composition or valuable software
may have little cost, but may generate high income.

Ex: Creation of a complex machine or motion picture may
have high cost, but may generate little income.

As a result, profit margins from IP may be much higher than
profit margins from manufactured goods.



Intellectual Property Valuation

Future income values from IP are determined by considering:

1. The amount sold.

2. The net income per unit after deducting sales costs.




Intellectual Property Protection

IP infringement generally carries civil penalties in the form of
monetary damages.

IP theft generally carries possible state and federal civil and/or
criminal liability for violations including:

Trade secret misappropriation
Trademark infringement
Copyright infringement
Patent infringement

= Ex: In July 2006, 3 individuals were criminally charged with theft and
sale of confidential information and trade secrets concerning drink
recipes from the Coca-Cola Co.



Forms of Intellectual Property

Patents

Trademarks (Service Marks)
Certification Marks; Collective Marks
Copyrights

Trade Secrets (Confidential Information)

Trade Dress

Domain Names

Semiconductor Mask Works



3 Types of Patents

Design

Plant

Utility

Provisional
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Design Patents

May be granted for the invention or discovery of any new,
original, and ornamental non-functional appearance or design of
an article of manufacture.

Protects looks or appearance, but not structural, utilitarian, or
functional features.

May relate to configuration or shape.

May relate to surface ornamentation.
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Design Patents

Conceptually distinguished from utility patents that protect how
an invention works or is used.

Only 1 claim is allowed.
Term of 14 years from grant (issue date).

No maintenance fees required.

12



US00D699008S
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REPTILE BREEDING TANK s - 4"“’“: _lrllﬁh’i‘nwk‘ L;]"g oL
A+ 4199 suchiyva ... . 266
o . Eihem K o . . S *  ®1995 Ichikaws D30:101
(71)  Apphicant I-_Ik? Electric Products Corp., Iaipei S *  1/1998 lz)uka:; D011
(TW} A * 671998 Wartters 119452
At RN998 Itzhak ... Liw/216
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Sec application file for complete search history

FIG. 1 js a perspective view of a reptile breeding tank showing

(56} References Cited design
my new design;
U.S. PATENT DOCUMENTS VIG. 2 is a front elevation view thereof:

FIG. 3 is a rear elevauon view thereof;

: : 1950 Tlollick-Smith ... ... D30/101 FIG. 4 35 2 left side elevation view thervof:

- ,‘)‘: r;:lll“"ff‘eélil“l e “3'45" FIG. 5 is a right side elevation view thereof:

+  siloua l;'ng.lcFr? T 119266 fl(_r 6 1s a top view thercof] and.

* 671994 Wellingtonetal. . ... D30/108 FIG. 7 is a bottom view thereof.

* 1171994 Fermnandez temenameees D30:110

* 1171994 Wattersetal .. 119/452 1 Claim, 7 Drawing Sheets
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CEILING LIGHT
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Applicant:
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7 CLAIM
The ornamental design for a ceiling light. as shown.

DESCRIPTION

FIG. 1is a first perspective view of a ceiling light showing our
new design;

FIG. 2 is a second perspective view thercof:

FIG. 3 is a front elevational view thereof;

FIG. 4 is a top plan view thereof’ and,

FIG. 5 is a bottom plan view thereof.

1 Claim, 5 Drawing Sheets
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(45) Date of Patent: «x Feb.4,2014

(22)
(51)
(52)

(58)

(56)

SHOWER HEAD

Applicant: Jens Bollerod, Eccles (GB)
Inventor: Jens Bollerod, Eccles (GB)
Term: 14 Years
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57) CLAM
The ornamental design for a shower head, as shown and
described.

DESCRIPTION

FIG. 1 is a front view of a shower head embodying the design
of the present invention;

FIG. 2 is a side perspective view of the shower head illustrated
in FIG. 1; and,

FIG. 3 is a bottom view of the shower head illustrated in FIG.
18

1 Claim, 3 Drawing Sheets
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US00D698880S
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(45) Date of Patent: . Feb. 4, 2014
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(73) Assignee: Point-n-Putt Pty. Ltd., Deakin, ACT
(AU)
(**) Term: 14 Years

(21) Appl. No.: 29/443,278

(22) Filed: Jan. 15, 2013

(30) Foreign Application Priority Data
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DS24889 S * 7/2006 Yuetal. . D21/747
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* cited by examiner

Primary Examiner — Mitchell Siegel
(74) Anorney, Agent, or Firm — Fish & Richardson P.C.

57 CLAIM
The ornamental design for a golf club head, substantially as
shown and described.

DESCRIPTION

FIG. 1 is a front face view of the new ornamental design.
FIG. 2 is a top view of the design.

FIG. 3 js an inverted rear view of the design.

FIG. 4 is a bottom view of the design.

FIG. § is a left side view of the design.

FIG. 6 is a right side view of the design.

FIG. 7 is a first perspective view of the design.

FIG. 8 is a second perspective view of the design.

FIG. 9 is a front face view of an alternate embodiment of the
new ormamental design.

FIG. 10 is a top view thereof.

FIG. 11 is an inverted rear view thereof.

FIG. 12 is a bottom view thereof.

FIG. 13 is a left side view thereof.

FIG. 14 is a right side view thereof.

FIG. 15 is a first perspective view thereof; and,

FIG. 16 is a second perspective view thercof.

Those features shown in broken lines represent environmen-
tal structure and form no part of the claimed design.

1 Claim, 16 Drawing Sheets
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Primary Examiner — Cynthia M Chin

(74) Attorney, Agent, or Firm — lefirey Parry Intellectual
Property Law Group PLLC; Jeffrey C. Parry

(57) CLAIM

Tclaim the ornamental design for a rubber band gun, as shown
and described.

DESCRIPTION

FIG. 1 is a side view of a rubber band gun embodiment of the
disclosure;

FIG. 2 is a front perspective view of a rubber band gun;
FIG. 3 is a rear perspective view of a rubber band gun;

FIG. 4 is a top perspective view of a rubber band gun;

FIG. § is a top-rear perspective view of a rubber band gun;
and,

FIG. 6 is a top view of a rubber band gun.

The broken lines shown are included for the purpose of illus-
trating the unclaimed portions of the article and form no part
of the claimed design.

1 Claim, 3 Drawing Sheets
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U.S. PATENT DOCUMENTS FIG. 6 is a top view thereof;
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Plant Patents

Plant Patent

May be granted for the invention or discovery and asexual
reproduction of any distinct and new variety of plant.

Asexual reproduction is reproduction by means other than
from seeds.

= EXx: Rooting of cuttings, layering, budding, grafting.

Only 1 claim is allowed.

Term is 20 years from filing date.
No maintenance fees required.

Protects inventor’ s right to exclude others from asexually

reproducing, selling, or using the plant reproduced. .
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United States Plant Patent
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(10) Patent No.:
(45) Date of Patent:

US PP24.210 P3
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APPLE TREE NAMED “WA 38°
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Varietal Denomination: WA 38
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Assignee: Washington State University Research
Foundation, Pullman, WA (US)

(*) Notice: Subject to any disclaimer, the term of this
patent is extended or adjusted under 35
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(s7) ABSTRACT

A new and distinctive variety of a Malus domesiica apple tree,
named *WA 38’ that is distinguished by its intense and nearly
full color, intemal indices that are different than its parents,
and its long commeon storage life.

4 Drawing Sheets

1

Latin name of the genus and species of the claimed plant:
Botanical/commercial classification: Malus domesticalapple
ree.

Varictal denomination: “WA 38",

BACKGROUND OF THE INVENTION

The invention refers to a new plant variety of apple tree
(Malus domestica) named *WA 38’ This new variety is dis-
tinguished by its intense and nearly full color, internal indices
that are different than its parents, and its long common storage
life,

“WA 38’ originated as a single seedling from a cross of the
patented varieties ‘Enterprise’ (1J.S. Plant Pat. No. 9,193) and
‘Honeycrisp® (U.S. Plant Pat. No. 7,197) in Year 1. The ger-
minated seedling was grown in a greenhouse at Wenatchee,
Wash. In September of Year 2, ‘WA 38" was chip budded onto
“MS9" rootstock and the resulting tree was planted in the evalu-
ation orchard at Douglas County, Wash. in the spring of Year

5. Fruit from this originally budded tree were observed in Year 2

7 and Year 8 and due to the unique fruit quality traits, “WA 38"
was selected and second generation trees were made by chip
budding onto M9 rootstock in the fall of Year 8 Second
gencration trecs were planted at three locations in Washing-
ton State near Chelan, Douglas County, Wash.; near East
Wenatchee, Douglas County, Wash.; and near Basin City,
Franklin County, Wash. A companson of second generation
trees against the originally budded tree, including trunk,
branches, leaves, Qowers, and fruit; showed them 1o be essen-
tially the same and stable over the years checked (Years 12,
13,14, and 15).

SUMMARY OF THE INVENTION

The * WA 38" apple tree varicety exhibits exceptionally long
storage life in common storage. *WA 38 loses little of its

10
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cnspness, sugar, and acid following five months of storage.
whereas that of its parents declines considerably. The appear-
ance of “WA 38" fruit is nearly full color and has an intensity
that is unigue among other apple varicties of the same season.
Like both its parents (i.e., “Enterprise’ and “Honeycrisp”),
“WA 38’ is heterozygous for the ASC1 gene and homozygous
for the ACO1 gene, both of which are involved in ethylene
production. These genes confer low ethylene production,
which in turn affects storage life. The ACS1 and ACO]1 geno-
types were determined using the method described in Zhu and
Barnt (2008). The harvest matunty of *WA 38" is approxi-
mately three weeks later than that of the parental variety
‘Honeycrisp®, and approximately three weeks earlier than
that of the parental variety ‘Enterprise’. Additionally, the
combination of fruit appearance and internal eating qualities
of the fruit of “WA 38" is distinctly different than that of the
parental varicties ‘Honcycrisp® and *Enterprise’.

BRIEF DESCRIPTION OF THE DRAWINGS

FIG. 1. View of the dormant stage of “WA 38" originally
budded tree.

FIG. 2. View of blossoms from the originally budded tree
of *WA 38°.

FIG. 3. View of typical *WA 38’ onginally budded tree fruit
al harvest maturity.

FIG. 4. View comparing harvest mature fruit of WA 38
(top row). and its parents ‘Entcrprisce’ (center row), and *“Hon-
eycrisp” (bottom row).

DETAILED BOTANICAIL DESCRIPTION

The following detailed description, except for description
of fruit, is from the “WA 38’ ongmally budded tree grown at
Orondo, Douglas County, Wash. The *WA 38" tree was 11
years old when measurements were taken. The USDA bardi-

20
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United States Plant Patent
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BLUEBERRY PLANT NAMED ‘PERPETUA’
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Assignee: The United States of America, as
represented by the Secretary of
Agriculture, Washington, DC (US)

{*) Notice: Subject to any disclaimer, the term of this
patent is extended or adjusted under 35
U.S.C. 154(b) by 78 days.

(21) Appl. No.: 13/506,291

{22) Filed: Apr. 9,2012

(65) Prior Publication Data
US 2013/0269067 P1 Oct. 10, 2013

(51) Imt.CL
AOIH 5/00 (2006.01)
(52) US.CL

USPC - Pit./157

US PP24,209 P3
Feb. 4, 2014

(10) Patent No.:
(45) Date of Patent:

(58) Field of Classification Search
R i e s e i’ it e e i et e e e e WY KT L L0
See application file for complete search history.
(56) References Cited
U.S. PATENT DOCUMENTS

PP6S3 P / Drain
PP11,746 P2 1/2001 Sanford ct al.
PP25,007 P3 52010 Swartz
PP21,074 P2 62010 Aguas et al.
PP21,536 P3 1172010 Amshein et al
2002/0120967 PI R2002 Keep et al.

Primary Examiner — Annctte Para
(74) Aworney, Agent, or Firm — Gail E. Poulos; Lesley M.
Shaw; John D. Fado

(&1 ABSTRACT

Description and specifications of a new and distinct omamen-
tal blueberry cultivar that originated from seed produced from
open pollinated flowers of CVAC 45 (P1 296412) is provided.
This new ornamental blucberry can be distinguished by its
ability to flower on new growth, its attractive combination of
dark green and glossy leaves, along with flowers and edible
fruit in late summer and fzll; and it’s vigorous, vase-shaped,
compact plant habit.

4 Drawing Sheets

1

Latin name of genus and species of the plant claimed:-
“Perpetus’ is 2 new blueberry plant that is a genus Vaccinium
sp. L. hybnd.

Variety denomination: The new blueberry plant claimed is
of the cultivar denomination ‘Perpetua’ containing mostly
Vaccinium section Cyanococcus germplasm.

BACKGROUND OF THE INVENTION

The present invention relates to a new and distinct blue-
berry cultivar botanically known as Faccimium sp. L. and
herein referred to as *Perpetua’, as herein described and illus-
trated.

This new blueberry cultivar was discovered in Corvallis,
Oreg. and originated from open pollinated seed of CVAC 45
(PI 296412) in the USDA-ARS National Clonal Germplasm
Repository collection in Corvallis, Oreg. CVAC 45 was col-
lected from the wild in 1963 in Moamouth, Me. and is listed
as Vaccinium corymbosum L. (highbush blueberry) by the
USDA-ARS, National Genetic Resources Program, Germ-
plasm Resources Information Network—{GRIN) [Onlinc
Database]. When CVAC 45 was evaluated in the collection, it
was noted for its small fruit size and autumn fruiting. The
plant’s characteristics for fruit size, leaf shape, and leaf size
are intermediate to those of ¥ corymbosum and V. angustifo-
fium Ajton (lowbush blueberry). Since both species are found
in the region where the accession was collected, CVAC 45 is
presumed to be a hybrid between these two species. Perpet-
ua’s overwintering buds break in the spring. flower and pro-
duce a crop like most blueberry plants. Perpetua is unique in
that the new growth produces flower buds thal proceed to
break bud without winter dormancy and then flower and ripen
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a late-summer into fall crop. While many blueberries will
produce a few fruit in the fall on 1-2 buds at the tip of the new
growth, ‘Perpetua’ will flower on up to 12-16 nodes on the
new growth. The plant also has very dark green and glossy
leaves that are very attractive during the growing scason and
that turn deep red in the fail. The combination of flowers,
edible fruit, and dark green foliage in the late summer and fall
make this plant a particularly attractive edible ornamental.
The new cultivar bas been asexually multiplied annually since
2005 by the use of stem cuttings. The present invention has
been found to be stable and reproduce true to type through
sucoessive ascxual propagations.

SUMMARY OF THE INVENTION

The following are the most outstanding and distinguishing
charactenistics of this new cultivar when grown under normal
horticultural practices in Oregon. 1. Ability 1o flower on new
growth without any chilling; 2. Anrmactive combination of
flowers and fruit in late summer and fall; 3. Dark green,
glossy, attractive Jeaves; 4. Edible fruit; and 5. Vigorous and
compact plant habit.

BRIEF DESCRIPTION OF THE PHOTOGRAPHS

The accompanying color photographs show typical speci-
mens of the flower cluster in bloom and the dark green glossy
leaves (FIG. 1), the fruit (F1G. 2), the range of ripening stages
of the fruit from green through full ripe (FIG. 3), and a five
year old plant with a ripening crop in September (FiG. 4).
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(&X)) ABSTRACT

St. Augustinegrass plant “MSA-31" is a new and distinct
variety of perennial St. Augustinegrass cultivar, characterized
by its short and narrow lcaf blades, fine leaf texture, short
intermode length and diameter, and superior turf quality and
particularly wurf density when grown under shade or dense
shade. “MSA-31"1s also distinguished by its genetic color and
fall and winter color characteristics.

9 Drawing Sheets

1

Latin name: Stenotaphrum secundatur.
Varietal depomination: ‘MSA-31".

BACKGROUND OF TIHE INVENTION

This invention relates to a new and distnct perennial vari-
ety of St. Augustinegrass that is well-suited for turfgrass
applications. It is a high-quality, high-density cultivar well-
adapted for warm weather climates similar to that found in
southem climates where high quality St. Augustinegrass
grass cultivar varictics have previously not been available.
The Latin name of the genus and species of the new cultivar
disclosed herein is Stemoraphkrum secundatum. This novel
hybrid genotype has been given the varietal denomination
‘*MSA-31"and is a perennial, asexually propagated genotype
of St. Augustinegrass, which typically grows vigorously well
in warm weather climates and spreads through creeping sto-
lons that root at the nodes contacting soil with adequate
moisture. Commonly-known varieties of this genus and spe-
cies include Raleigh St. Augustine (not patented), ‘Floratam”
(not patented), B12 (U.S. Plant Pat. No. 16,174 and marketed
under the tradename ‘Sapphire’ ™), and SS-100 (U.S. Plant
Pat. No. 9,395 and marketed under the tradename “Pal-
metto™ ™). This high quality novel and distinct variety of St
Auvgustinegrass was first vegetatively propagated at
Starkville, Miss. using stolon cuttings and asexually propa-
gated from the time forward to maintain a single genotype.

SUMMARY OF THE INVENTION

The cultivar *MSA-31" is a pew and distinctive vanety of
St. Augustinegrass characterized by its unique pedigree and
very good shade tolerance and high turf quality. The traits of
the invention are continually maintained when propagated
asexually. This new variety provides an excellent appealing
uniform, dense, dark green turf at locations where other St.
Augustinegrasses are weakened by excessive shade and dis-
ease injury. ‘MSA-31" exhibits other excellent qualities and
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characteristics such as turf density, fine leaf texture, fall and
winter color, fast spring green up at warnm sites, and excellent
low seedhead ratings compared to other St. Augustinegrass
cultivars which allow it to be further distinguished from other
cultivars.

BRIEF DESCRIPTION OF THE DRAWINGS

FIG. 1 is a flow chart diagram and graphical illustration of
the vnique pedigree of *“MSA-31" showing the crossing of St.
Augustinegrass genotypes resuliing in the distinctive new
cultivar

FIG. 2 3s a color photograph taken on Apr. 24, 2006 at
greenhouses in Starkville, Miss. of stolon segments of four
(4) St. Augustinegrass cultivars that compares and illustrates
the distinct morphologies of each segment. From left to right,
*Floratam” with its long Jeaves and purple internodes is shown
onthe far left. Next in line to the right is *Raleigh’ with its long
leaves and green/yellow internodes. Next in Jine to the right is
‘MSA 2-3-98" with its small leaves and green internodes.
Finally on the far right, “MSA-31" is shown with its small
lcaves and dark green internodes.

FIG. 3 is a color photograph taken on Apr. 24, 2006 at
greenhouscs in Starkville, Miss. of four (4) whole non-mown
St. Augustinegrass cultivar plants in growing pots showing,
from left 10 right: *Floratam® with its loager leaves, tall stat-
ure, and purple/red internodes; ‘Raleigh” with its longer
leaves, 1all stature, and greenfyellow internodes; “MSA 2-3-
98" with its smaller Jeaves, shorter stature, and more green
internodes; and *MSA-31" with its small leaves, shorter stat-
ure, and darker green internodes.

FIG. 4 is 2 color photograph taken on Oct. 26, 2004 at
Starkville, Miss. during the 2002 NTEP test showing the turf
density of the *“MSA-31” St. Augustinegrass cultivar.

FIG. 5§ is a color photograph taken on Oct. 26, 2004 at
Starkvilie, Miss. during the 2002 NTEP test showing field
plots of six (6) cultivars (1 full replication), specifically
depicting “Raleigh’ in the left foreground, "MSA-31" St
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7 ABSTRACT

A new and distinct vaniety of lLagerstroemia crapemyrtle
plant named *Chocolate Mocha®, characterized by its combi-
nation of deep dark brown/red-purple leaf color and brilliant
bubble gum pink flower color. ‘Chocolate Mocha® is also
distinguished by its resistance to leaf scorch, upright non-
spreading growth, and medium growth size.

3 Drawing Sheets

1

STATEMENT OF GOVERNMENT SUPPORT

This invention was made with govermment support under
58.6404-0-014 awarded by the U.S. Department of Agricul-
ture. The government may have certain rights in the invention.

Botanical classification: Lagersrroemia indicaxlagerstro
emia indicaxfauriei.

Vanetal depomination: Crapemyrtle “Chocolate Mocha’.

2

when propagated ssexually. This new variety may wvary
slightly with changes in location, temperature, light, and
other environmental conditions. but the genotype will not be
affected. ‘Chocolate Mocha™ also exhibits the quality and
charactenstic of adaptability to all areas of hardiness zones
7-10. Compared to its parents, its female parent “Red Rocket”
generally has light green leaves that fade through the growing
season and red flower color. Red Rocket's new growth red
leaf color is lighter than that of *“Chocolate Mocha®. The new

. . 10 plant’s male parent *Sarah’s Favorite” generally has medium
BACKGROUND OF THE INVENTION green leaves and white flower color. The combination of
i X . Chocolate Mocha™s dark brown/red-purple leaf color and
The present invention relates (o a new and very distinct brilliant pink flower color distinguishes it from these and all
varniety or cultivar of the ornamental flowering shrub and other crapemyrtle cultivars.
landscape plant of the genus Lagerstroemia. commonly ;s :
known as crapemyrtle, of the family Lythraceae, and is BRIEF DESCRIPTION OF THE DRAWINGS
referred to hercinafiter by its varictal denomination ‘Choco-
late Mocha®. This novel plant is an asexually propagated The color photo; hs illustrate the unique characteristics
hybrid of crapemyrtie that was wlc?‘“’ in2003 from approXi- of leaf and ﬁf)wcr g)ﬂkgr of the new van'et;.lThe photographs
;natcly 3600- ldc:;ltled \U:ST: l.k..‘c JEnisle aned pfu‘cm *5 20 show thecolorsastrueasis reasonably possible to obtain with
SagesfroeTiia TRaica it ( Rod Rocket™), L’_'S' Al‘al. current photographic techniques. Colors in the photographs
No. 11,342. The male pollen parent is Lagerstroemia indicax may difler from the actual colors and values in the description
Sauriei *Sarah’s Favorite’ (unpatented). *Chocolate Mocha of the new crapemyrtle plant due to light conditions and other
was sclected for its unusual and brilliant bubble gum pink factors
flower color and other distinctive features. The designation 35 FIGA i Yelcoloriphotomranhiofithe newTcro e
L *Chocolate Mocha" taken af the Coastal Resemech and Exten.
m%ﬁ;;ﬁirﬁ: p}x:ums:uaimvg‘:zzvﬁ?;c:;:g:;s;n:: sion Center, South Mississippi Branch Experiment Station,
the Mississippi State University Coastal Research and Exten- 'h‘;‘ ‘h‘;.":’k;u“' ‘?"""f r color against a background of the leaf
sion Center, South Mississippi Branch Experiment Station, in 3o Rl O oo RV _
Poplarville, Miss. Each of several generations of cuttings has _ FIG. 2 is a color phowgraph of the new crapemyrtle
producced stable plants identical to the original seedling plant. Chocolate Mocha taken at the Coastal )i_ese:\{ch and Ex‘en-
sion Center South Mississippi Branch Experiment Station,
SUMMARY OF THE INVENTION that shows the leaf color and the twig color of the new cultivar.
15 FIG. 3 is a color photograph of the new crapemyrtle

The cultivar *Chocolate Mocha® is a distinctive, new vari-
ety of crapemyrtle plant characterized by its brilliant bubble
gum pink flower color and unique dark brown/red-purple lcaf
color. The traits of the invention are continually maintained

“‘Chocolate Mocha” taken at the Coastal Rescarch and Exten-
sion Center South Mississippi Branch Experiment Station,
that shows new growth of the new cultivar with older growth
in the background.
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Plant Variety Protection

Plant Variety Protection Office of the USDA administers the Plant
Variety Protection Act of 1970 by issuing Certificates of
Protection.

Act provides legal intellectual property rights protection to
breeders of new varieties of plants that are sexually reproduced
(by seed) or tuber-propagated.

Term of protection generally is 20 years from date of issue of
certificate.

Term of protection for trees or vines is 25 years from date of
issue of certificate.

24



Provisional Patent Applications

USPTO has offered this option since June, 1995.

Simple, lower cost first patent filing for small and micro entities.

Provides one year to assess commercial potential before filing
more expensive and detailed utility (non-provisional)
application.

No claims are required.
No oath or declaration is required.

Provides an early effective filing date.
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Provisional Patent Applications

Permits an inventor or owner to use “Patent Pending” in
connection with the invention.

Allows inventor or owner to commercially promote the invention
with some additional security against theft.

Preserves application in confidence — is not published.

Not available for design inventions.

Regular utility (non-provisional) application must be filed within 12
months of the provisional filing date in order to maintain and
benefit from the provisional filing date.
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Provisional Patent Applications

The subject matter in the later-filed utility is then entitled to the
benefit of the effective filing date of the provisional if it has full
support in the written description of the provisional application.

Not examined on the merits like a utility application.

Inventors must be aware that the “in use” or “on-sale” statutory
bar conditions apply so that:

Patent rights may be affected if conditions exist and 1 year

provisional application period expires without filing a utility
application.
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Utility Patents

Utility Patent protects functionality

May be granted for the invention or discovery of any new,
useful, and non-obvious:

= Process, method, or system

= Machine

= Article of manufacture

= Composition of matter

= New and useful uses or improvements of the 4 above.

Personal property that may be sold, mortgaged, assigned or
licensed.

= May be jointly-owned.

28



Utility Patents

Invention must be new (novel):
Not exactly the same as prior products and processes.
Invention is not patentable if:
= Known to the public before it was invented;

= Described in a publication more than 1 year prior to filing
date; or

= Disclosed, used publicly, sold, or offered for sale to the
public more than 1 year prior to filing date.
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Utility Patents

Invention must be useful:

Must have a useful purpose and be operative for the intended
purpose.

Invention must be non-obvious:

Usually the most difficult hurdle to cross.

Must be non-obvious or a non-obvious improvement over the
prior art to one of ordinary skill in the art or technology of the
invention at the time of the invention.

Examiner can combine prior art references to reject application
claims as obvious in view of those references.

Objections and/or rejections must be overcome in order to
proceed with patent prosecution.
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{57 ABSTRACT

The present invention is directed to a fatty amide (meth)
acrylate monomer, methods of making the monomer, and
latex polymers comprising the fatty amide (meth)acrylate
monomer. The monomers are derived by reacting unsaturated
vegetable oils with ethanolamine or substituted ethanola-
mine. The vegetable oil derivative is then reacted with either
(methlacryloyl chloride or (methlacrylic acid to form a fauy
amide (methjacrylate monomer or the product of the reaction
of hydroxyethyl (meth)acrylate reacted with isophorone
diisocyanate to form 2 urethane farty amide (meth)acrylate
monomer. The increased hydrophilicity of the fatty amide
{meth)acrylate monomer facilitates the diffusion through the
aquecus phase The monomer synthesis 1s designed 1o be
glycerol ester-free to increase long term stability for mono-
mers and polymers.

16 Claims, No Drawings
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(57) ABSTRACT

An article of footwear with flexing porniions disposed in an
arch portion of a sole system is disclosed. The flexing portions
in the sole system increase the curling toe flexibility of the
article of footwear. In addition, the scle system includes trap-
ping portions that enhance the ability of a wearer to stop and
capture a ball. Furthermore, the article of footwear includes
an asymmectric fastening system biased toward a medial side
of the article.
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(57) ABSTRACT
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Utility Patents

Must include a written specification (description and at least 1
claim).

Must include an oath or declaration (lists the inventors and
declares they are the inventors).

Must include a drawing, if necessary to understand the subject
matter.

Must include filing fee, search fee, examination fee, and
additional claim fees, if applicable.
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Utility Patents

Claims define the scope of the protection provided by the patent
and are the heart of an application:

Independent claims stand by themselves.

Dependent claims refer back to and limit another claim or
claims.

Are analogous to the metes and bounds system of
describing land (real property) boundaries.
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Utility Patents

Cost depends on multiple factors:

Filing fee for regular, small, or micro entity status
No. of independent claims

No. and types of dependent claims
Search fee

Issue fee

Publication fee

Examination fee

Other factors (non-English, surcharges)
Invention Complexity

Prior Art Searching Costs

Periodic Maintenance Fees
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Utility Patents

Prior art search should generally be conducted prior to
application and an Information Disclosure Statement (IDS) filed.

Examination may be expedited in certain cases.

Examination may take 18 months or longer for first Office
Action.

Application pendency was an average of 33.7 months
(FY 2011, USPTO data) and 32.4 months (2012).

Application is published approx.18 months from the earliest
priority date unless requested otherwise.
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Utility Patents

Applicant must respond to possible multiple Office Actions:

Objections / Rejections

If granted, patent is valid for 20 years from the date of filing of the
application in the U.S.

Patents in force on June 8, 1995 and those issued after on
applications filed prior to June 8, 1995 have a term that is the
greater of 20 years from filing or 17 years from grant.

Maintenance fees are due 3.5, 7.5, and 11.5 years after the date
of patent grant.

Patent terms may be extended for certain patents, when certain
periods of delay are beyond the applicant’ s control, for example if
a drug patent required FDA approval that was not granted until

after the patent was granted. .



Utility Patents

They got a patent on what??
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57 ABSTRACT

The present invention provides a small umbrella
(*Beerbrella™) which may be removably attached to a2 bev-
erage contaner in order to shade the beverage container
from the direct rays of the sup. The apparatus compriscs a
small umbrclla 2pproximatcly five to scven inches in
diameter, although other appropriate sizes may be used
within the spint and scope of the present invention. Suitable
adverntising andior logos may be applied 10 the umbrella
surface for promotional purposes. The umbrella may be
anached to the beverage container by any one of a number
of means, including chp, strap, cup, foam msulator, or as a
coaster or the like. The umbrella shaft may be provided with
2 pivol 1o allow the umbrella to be suitably angled to shicld
the sun or for zesthetic purpases. In one embodiment, a prvot
jeint and counterweight may be previded to allow the
umbrclla to pivot out af the way when the uscr drinks from
the container.

10 Claims, S Drawing Sheets
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(&) ABSTRACT
Cormrespondence Address: A smoking device, such as a water pipc or a bong. having an

L I31/573: 131/18S

integrated laser diode ignition source. The laser diode igni-
Maulin V. Shah, Esq. tion source provides a long-lasting life span. and docs not
1375 Broadway, Third Fleoor require the smoker 10 use a fuel-based lighter that 1s not
New York, NY 10018 (US) recyclable and reguires conunuous refilling of the fuel car-

tridge. Furthermore, the laser diode ignition source does not
leave any undesirable afiertastie 10 the organic material. The
: ignition source is located withina houwsi rotected from the
(21)  Appl. No.: 12/489.437 e%im;rironml and wind. The ignition ;:;%uge applies a high
intensity laser beam 1o ignite arganic material, such as smok-
able substances, locating within 2 bowl adjacent to the igni-
(22) Filed: Jun. 23, 2009 tion source.
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&7 ABSTRACT

A collar for collaring a snake has an clongated collar scction
forming a physical collar when wrapped arcund the body
portion of the snake, The collar further has a support section
for supporting an attachment mechanism for accepting
attachment of a tether and a conncctor system comprising at
least two components affixed 10 stratcgic portions of the
collar scction for secunog the collar in place around the
body portion of the snake. The Iength of the collar section is
such that a portion thercof overlaps itself when fitted around
the snakc providing an adjustable interface contaimng sepa-
rate componcols of the connector sysiem whereby matiog
the connector components togetber. sccures 1be collar in
placc on the snake. In one embodiment the collar apparatus
further includes 2 coneerting movement-ncutralization
device for reducing concertina movement through the collar.

14 Claims, S Drawing Sheets
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(&) ABSTRACT

F42B 12/36

102/504

cartridge to propel the net at it

s larget.

A pet is made from an explosive resistant material such as
KEVLAR and is thrown over an cxplosive-laden device
such that the nct helps contain the blast force of the
explosive-laden device. The net also has a nozzle that is fluid
connected 1o a fire suppressant agent as well as a high
density foam, each of which are discharged through the
nozzle once the net is thrown over the cxplosive-laden
device, the fire suppressant agent and the high deosity foam
cach helping 10 minimize the blast force of the explosive-
laden device. The nct can be thrown mapually or can be fired
from a gun that uses cither pocumatic forve or 2 firing

9 Claims, 4 Drawing Sheets

S NN
S \\\§_/
EETTEERYY
TRy AASSS
SR §§}§§§\§%§\§§§§§ 7 s% X
PENSNANON
— o\

|

46



United States Patent

Herrema

SO06982161B

US 6,982,161 B1
Jan. 3, 2006

(o) Patent No.:
(45) Date of Patent:

(21
(22)
(51)

52

(58)

(56)

PROCESS FOR THE UTILIZATION OF
RUMINANT ANIMAIL METHANE
EMISSIONS

Markus Donald Herrema, 3 Ilancock
St., Laguna Niguel, CA (US) 92677

Inventor:

Notice: Subject to any disclaimer, the tenm of this
patent is extended or adjusied under 35

U.S.C. 154(b) by 118 day=.
Appl. No.: 10/687,272

Filed: Oct. 15, 2003

Int. ClL

CI2N 1130 (2006.01)

AGIK 35/42 (2006.01)

US.CLl ... 435250; 423,557,435/252.1;
435/289.1

Field of Classification Search .. .......... 435/250,

435/252.1, 289.1; 324/543, 557
See application file for complete scarch history

References Cited

U.S. PATENT DOCUMENTS
4375515 A 31983 Patel & al

61985
/1994

Hanna
Ramachandran et al
471995 Apel et al.

42000 Turtakovsky ct sl

OTHER PUBLICATIONS

Polakovic, “Getting the Cows 1o Coal It,” Tos Angcles
Times, Jun. 7, 2003, pp. A1-Al17, lLos Angeles, CA U.S A,
Bartle, “Exploiting a Gascstiog Bacteria,” Universily of
Bergen Magazine, 2002, at hip//www.uib.po/clin/clpub’
utbmag/en02/bacteria.himl.

D*Aquino, “Mcthanc te Protcin,” at hitp-//www.aptlagen.
com/’/corporale/AptagenDocuments/Artickesche himl.

Primary Examiner—Rcobert A. Wax
Assistant Fxaminer—Rosanne Kosson

(&) ABSTRACT

A process for the utilization of the methanc contained within
ruminant animal cxhalation, specifically to a process that
urtilizes the methane conlained within ruminant animal exha-
lation as a source of carbon and/or encrgy for the production
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[22] Filed: Jul. 14, 1987 An animal head suitable for attachment to a stuffed
animai body is moilded to form a thin shell and then
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57) ABSTRACT

A chemicsl/biclogical bazard protection suit has two pants
legs which extend to a midsection below waist level. An
opening in the midscction defincs an outlet from the suit
interorn. A waste collector bas an upper scgment which is
fixed 10 the midsection and which adjoins an intermediate
scgment which is in tum connecled 10 @ wasic receplacic. A
first scal is between the upper segment and the intermediate
segment, and a second scal is berween the imtermediate
segment and the waste receptacle. A region of weakened
matcrial ¢ncircles the intermediate scgment between the
scals. A wcarer discharges waste through the cutlet and past
the two open seals into the receptacle, wiereupon both seals
are closed, and the receptacle is detached from the upper
segment, leaving both the receplacle and the suit sealed.
Prior 10 usc, the wasic receplacle may be retained within a
pocket on one of the paats legs.

13 Claims, 4 Drawing Sheets
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United States Patent

Goodman

US0068

32983B2

(10) Patent No.: US 6,832,983 B2
(45) Date of Patent: Dec. 21, 2004

21
(22)
(65)

(51)
(52)
(58)

ARTICLE OF CLOTHING WITH A NOVEL
ATTACHMENT MEANS

Ioventor: John Mott Goodman, 9472 Central
Ave., Garden Grove, CA (US)
92844-1505

Notice: Subject o any disclaimer, the term of this
patent is cxtended or adjusted under 35
U.S.C. 154(b) by 128 days.

Appl. No.: 10/113,522
Filed: Apr. 1, 2002

Prior Publication Data
US 20030187323 Al Oct. 2. 2003

A61F 5/00
.. 600Y38: 2/67: 2/69; 2/300

Field of Search .. 60N/38—41; 128,/846,
128/88S5, 886; 2/4, 67, 69, T8.1, 1, 455,

456, 406, 309, 247
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U.S. PATENT DOCUMENTS
4966,165 A 101990 Anderson

S,181 527 A 1/1993 Dorsey et al
5347657 A 9/1993 Unsell
5,690,603 A 1171997 Kain
6,129,083 A TO20000 Jansen
6,173,449 B1 172001 Ostcrrath

FOREIGN PATENT DOCUMENTS

FR 2647313 A 1171990
WO WO 96,26700 A 9/1996

Primary Fxaminer—John P. Iacyk
57y ABSTRACT

An article of clothing including cxtensions for insertion into
a body cavily permit swimsuits, undergarments, and scveral
other types of clothing to be secured in place with a
minimum of fabric, as described. The articles are made
dimensionally stable to maintain their position and orienta-
tion relative to the wearer's bady.

3 Claims, 7 Drawing Sheets
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Spectacles to be worn by hens in order to prevent
their eyes from being injured by the beaks of other
birds: Patented December 10, 1902 56



Treaties and Foreign Patents

Information presented here applies to U.S. laws and
regulations.

Inventor must apply for patent protection in each foreign
country.

Paris Convention for the Protection of Industrial Property

Includes 176 contracting parties (countries), including the
U.S. (WIPQO information)

Provides across-the-board patent and trademark rights as
each country gives its own citizens.
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Treaties and Foreign Patents

Patent Cooperation Treaty
Includes 148 contracting states (countries), including the
U.S. (WIPQO information)

Facilitates patent application filing with centralized filing
procedures and standardized format.
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America Invents Act (AIA)

Leahy-Smith America Invents Act signed by the President on
Sept. 16, 2011 and enacted in phases, with final phase enacted on
March 16, 2013.

U.S. has transitioned from a first to invent (date of conception)
patent system to a system where priority is given to the first
inventor to file a patent application, which follows most of the rest
of the world.

Expanded Prior Art: On-sale, used in public, published and
patented.

Newly added: “or otherwise available to the public.”
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America Invents Act (AIA)

One-year grace period given to inventor only for his or her own
publications. Publications by others during grace period are prior
art to inventor’ s application if filed later. But the grace period
extends to inventor for publications by others if publication is
derived from inventor’ s invention (burden of proof is on
inventor).

Now it is more important to submit disclosures quickly so that
patent applications can be filed after due diligence research and
before public disclosure, or as soon after public disclosure or
publication as possible.
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America Invents Act (AIA)

Publication can include enabling dissertations, public
descriptions or abstracts, posters, or white papers published
online, for example.

Universities must be strategic and diligent since filing too early
may result in unnecessary multiple filings and costs.

AlA brought other changes to U.S. patent law, but those are for
another presentation.
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APPEALS

Rejections/objections can be appealed to:

Commissioner of Patents or Board of Patent Appeals and
Interferences.

Rejections are based on statute and appealable to the Board,
not the Commissioner.

Objections, depending on their basis, are appealable to the
Commissioner or Board.

May alternatively re-file the application as a continuation
application that includes changes or amendments.

May file a Request for Continued Examination.
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APPEALS

May appeal Board decision to either U.S. District Court for the
District of Columbia or U.S. Court of Appeals for the Federal
Circuit.

May appeal from U.S. District Court (D.C.) to Federal Circuit.

May appeal Commission decision to a U.S. District Court.

May appeal from U.S. District Court to Federal Circuit.

May appeal Federal Circuit decision to U.S. Supreme Court.
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University IP Disclosures

Proper disclosures to the JSU OTD are critical and provide a fixed
record of invention conception and description or creative
expression concerning all IP.

Date of conception of an invention should still be maintained and
preserved, even under the AlA’ s first inventor to file rule.

Inventors should keep a record of all inventive activity, such as a
witnessed, bound, page-numbered and dated manual or electronic
notebook or notarized records as evidence of conception and
development of an invention to verify proof of invention.

Authors likewise should document all creative expression and
author lists.
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Invention Development Organizations

Private consulting and marketing groups.

Assist inventors with patenting process and marketing of
patents.

Some are legitimate, while others are not.

65



Inventorship

The inventor in patent law is the person or persons who
conceived the patented invention and reduced it to practice.

Conception:

Exists when a definite and permanent idea of an operative
invention, including every feature of the subject matter

claimed, is known and able to be applied in practice
(statutory and case law).

Complete when one of ordinary skill in the art could construct
the system or perform the process without extensive research
or experimentation.

Requires contemporaneous recognition and appreciation of

the limitations of the claimed invention. o



Inventorship

Actual reduction to practice:

Involves the invention’s being constructed and sufficiently
tested to prove its usefulness for the intended purpose.

Constructive reduction to practice:

Involves the filing of an application for a patent directed to the
invention.

Filing has the legal effect of being, constructively, a
simultaneous conception and reduction to practice of the
invention.
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Inventorship

Inventor need not provide evidence of either conception or actual
reduction to practice when relying only on the content of the
application.

No requirement exists that the invention be actually constructed,
or actually reduced to practice, before being patented.

EXAMPLE: In 1888, the U.S. Supreme Court upheld a
patent issued to Alexander Graham Bell even though he
had filed his application before constructing a working
telephone: “It is enough if [an inventor] describes his
method with sufficient clearness and precision to enable
those skilled in the matter to understand what the
process is, and if he points out some practicable way of
putting it into operation.”
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Inventorship

For the application to constructively reduce the invention to
practice, it must teach one of ordinary skill in the art how to make
and use the invention.

No specific requirement exists that the inventor be the person to
constructively reduce the invention to practice, so that the filing of
the application by another on behalf of the inventor is sufficient for
constructive reduction to practice of the invention.
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Inventorship

One is not an inventor for:

Suggesting a desired end or result, without any specific means of
accomplishing that result.

Someone suggesting to the Wright Brothers that motorized
flight would be desirable, but not describing a way of
accomplishing it, would not have made that person an
inventor.

Merely following the instructions of others or for performing routine
acts.

Merely identifying a problem, unless he or she also contributes to
the solution of the discovered problem.
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Inventorship

The exercise of ordinary skill by a person in developing something
is generally not sufficient to make that person an inventor.

A person who exercises ordinary skill in implementing the

instructions of another is typically not considered a joint
inventor.

But one may be an inventor even if he/she does not
personally undertake all steps necessary to complete the
invention.
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Inventorship

One who merely explains the state of the art to the true
inventors or supplies a product for use in the invention, without
an inventive act, is generally not an inventor.
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Inventorship

An inventor must contribute to a definite and permanent idea of
the complete and operative invention.

An idea is definite and permanent when the invention has a
permanent solution to the problem, not just a general goal
or research plan to pursue.
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Inventorship

An inventor need not know the invention will work for conception
to be complete:

He or she need only show the idea was complete.

The discovery that an invention actually works relates to its
reduction to practice, not to conception.

But, conception is not complete if subsequent testing shows
uncertainty of the idea, showing that it is not yet a definite and
permanent reflection of the complete invention.
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Inventorship

Merely confirming the invention works for its intended purpose is
general not enough to elevate a person to the status of inventor,
who must participate in the formation of the basic concepts of the
invention.
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Joint Inventorship




Joint Inventorship

Basic Requirements

When two or more individuals collaborate and each contributes
to the formation or conception of the solution to a problem that
comprises the invention.

The claims of a patent are the standard for determining
inventorship, whether it be an individual or a group.

= All inventorship questions should be analyzed against the
specific steps that make the invention different from any
prior art.

= A sole inventor must have conceived the ideas in all the
patent’s claims.

= A co-inventor must have conceived the idea in at least 1 of
the patent’s claims. 77



Joint Inventorship

Joint Inventors:

Do not have to physically work together or at the same time.
Do not have to make the same type or amount of contribution.

Do not have to make a contribution to the subject matter of

every claim.
(A material contribution to one claim is enough.)

A co-inventor must be able to say that without the contribution to
the final conception, the invention would have been less efficient,
less simple or complex, less economical, and/or less something
beneficial.
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Joint Inventorship

To help determine inventorship:

Ask of a potential co-inventor’ s contribution:
“If this idea had not been contributed, would that claim
(or the claimed invention) exist?”

If the answer is NO, then that person is probably a co-
inventor.

Co-workers can be divided into 3 groups:

1. Those who contribute ideas that result in development of an
invention as claimed = co-inventors.

2. Those who contribute only labor, supervision, routine
techniques, non-mental contributions = NOT co-inventors.

3. Those who contribute ideas while invention is developed,
whose ideas don’ t contribute directly or materially to claims =
NOT co-inventors.



Joint Inventorship

No explicit lower limit exists on the amount or quality of
contribution — each case is fact-specific as to the collaboration
between two or more persons working together.

Joint inventor must contribute in some significant manner to the
conception of the invention, so that the contribution is significant
in quality when measured against the entire invention.

If one supplies sufficient inventive contribution, he/she does not
lose co-inventor status simply because he/she used services,
ideas, or help of others in perfecting the invention (but those
others may become joint inventors based on their contributions).
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Joint Inventorship

Therefore, one of ordinary skill in the art who simply reduced the
inventor’s idea to practice is not necessarily a joint inventor.

Adding any individual as an inventor to a patent application as a
courtesy, when he/she are in fact not a co-inventor, may
invalidate any patent that may ultimately be issued.

81



Invention Ownership

Inventor generally owns patent rights to the invention, even if
the invention was invented during the course of employment,
except:

An employer owns an employee’s inventions if the employee
is a party to a contract to that effect, or

When an employee is specifically hired to invent something
or to solve a problem or to conduct predetermined

experiments (“employed-to-invent exception”).

If an employee uses the time or facilities of the employer, the
employer may have a non-exclusive and non-transferable
royalty-free license to use the employee’s patented invention

(shop right). 82



Invention Ownership

U.S. Patent law allows an inventor to transfer patent rights to
another.

Inventors may assign their presumed right in the invention to
others.

Universities typically require that employee inventors, by
policy and/or contract, assign patent rights to the university for
inventions devised pursuant to grants for such purposes to the

university.
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Patents

Top 10 Most U.S. Patents Issued in 2014

(24/7 Wall St.)

SO B W D =
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S

IBM

Samsung
Canon

Sony
Microsoft
Toshiba
Qualcomm
Google

L G Electronics
Panasonic

7,534
4,952
4,055
3,224
2,829
2,608
2,990
2,566
2,122
2,095
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PRIOR DISCLOSURES (U.S.)

Involves patent law statutory bars.

Patent is barred if, more than 1 year before filing an
application, the following occurs:

Invention is patented or described in a printed publication
anywhere in the world.

Invention is in public use in the U.S.

Invention is on sale in the U.S.

AlA somewhat modified what constitutes prior art, as
discussed.

85



Patented or Described 1in a Printed
Publication

Printed description is released to the public anywhere in the
world.

Must completely disclose the invention.

“Printed” is broad — paper documents, microfilm, electronic
media.
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Patented or Described in a Printed
Publication

“Publication”

Means that the printed document is freely available to the
public, even if no one has ever read or seen it.

Single copy of a document distributed without restriction
qualifies.

Documents under non-disclosure or confidentiality agreements
are not publicly available and generally do not trigger the bar.
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Patented or Described in a Printed
Publication

Documents or posters distributed or shown at tradeshows,
documents presented at conferences, or documents posted on
Internet websites can trigger the bar.

Single copy of a document, i.e. university thesis, stored in a

publicly-accessible place (library) anywhere can trigger the bar.

White papers, printed copies or slide show presentations,
marketing materials presented to potential investors can also
trigger the bar.

Draft technical journals published on the Internet for comment
can trigger the bar.
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Patented or Described 1in a Printed
Publication

Publication must be public

Indexing or cataloguing a document in a library or web index
that is “findable” by the public may be considered public
disclosure.
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In Public Use 1n the U.S.

A “totality of the circumstances” test determines if an activity is
“public use”:

generally any non-secret use

may be a single use of an invention by anyone without duty of
secrecy

a use or sale of a product made by a secret process is public
use of the process
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In Public Use 1n the U.S.

new product display or plans to make it presented at
tradeshow or professional meeting

using software to support a website

may be public use even if one cannot see it (1880’s use of a
new corset was a patent-barring public use)
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In Public Use 1n the U.S.

secret process or machine hidden in a business making a
commercial product may be a public use of the process or
machine

beta test of new technology with a potential customer could be
public if not handled properly

showing the functionality of an invention to a friend
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In Public Use 1n the U.S.

Experimental use generally does not trigger the bar, if for testing
or research on a claimed feature of the invention.

Inventor should make sure that:

he/she controls the testing

detailed records and progress reports of tests and results are
kept

confidentiality agreement(s) are in place

duration and number of tests compare with tests on other
similar inventions (reasonable protocol)

tests are confidential

93



In Public Use 1n the U.S.

Immaterial that public use was by a third party without
knowledge or consent of inventor.

All that’ s necessary is exposure to anyone other than:
(1) the inventor, or

(2) someone under a non-disclosure agreement.
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On Sale 1n the U.S.

On sale when it is subject to a commercial sale or offer for sale
and ready for patenting.

Ready for patenting means reduced to practice or if inventor
has drawings or description sufficient to enable one of
ordinary skill in the art to practice the invention.

So, if an invention is being developed or has some “kinks”
to work out, it is not likely ready for patenting and not
capable of triggering the on-sale bar.
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On Sale 1n the U.S.

Unlike “printed publication” and “public use” statutory bars, the
on-sale bar has no “public” component, so that such a sale or
offer triggers the bar even if conducted privately, secretly, and
not publicly.

General contract principles under the UCC may determine if an
offer and acceptance qualifies as a commercial offer for sale.

A single offer is sufficient, even if not accepted.
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PRIOR DISCLOSURES INTERNATIONAL

Some countries have an “absolute novelty” rule: application must
be filed before any enabling disclosure.

Most foreign countries do not provide a 1-year grace period so
that an application must be filed before any public enabling
disclosure.

Should file a U.S. patent application first before any disclosure
that might trigger a statutory bar.

Can then rely on the U.S. filing date as long as foreign
application or PCT is filed within 1 year of U.S. application filing
date (1 year dates from provisional if that was filed).

Best to file application before any public disclosure, use, or offer
to sell an invention.
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PUBLIC DISCLOSURE

Public disclosure can be written, oral, or electronic and may
depend on who’ s present and the existence of notice of

confidentiality:

Book publications, tech journal articles, dissertations,
posters, slides, lectures, seminars, letters, public
conversations, grant proposals; providing information to
others by email without notice of confidentiality.
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PUBLIC DISCLOSURE

Is it “enabling”? i.e., does it allow or teach one of ordinary skill in
the art to make and use the invention?

s it “sufficiently accessible”?

If prior to filing an application, the invention is to be disclosed to a
31 party, depending on the situation make sure:

If for further testing, take steps for proof.
Confidentiality agreement is in place.
It is not enabling.

Inventor should record the date(s) of any disclosure and/or make
university tech transfer office aware of such beforehand, if
possible.
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PUBLIC DISCLOSURE

Grant proposals are not public until available to the public for
review.

Mark all pages and legend “Confidential”, include a notice of
its exemption from disclosure under Freedom of Information
Act, and include a notice that any release must be approved
by the principal investigator.

Disclose all possible inventions to university tech transfer office
when submitting a paper for publication or preparing to present
a seminar to protect all national and international patent rights to

the technology.
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IMPROVEMENT PATENTS

Involve inventions that improve on or add to existing inventions.

Protect the differences between a new product and previously
existing product.

Can involve a new technology built into an old product: EXx:
digital replaces analog control

Can involve a new use of an existing invention: new use of a
product or composition normally used for other purposes.
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IMPROVEMENT PATENTS

Patentability involves distinctions with existing inventions and

determination of novelty, usefulness, and non-obviousness of
the improvement.

If same inventive entity of existing invention files application
for improvement within 1 year of issuance of existing
invention, existing invention is not prior art.

If after 1 year, regardless of inventorship, existing invention
will likely be prior art in evaluating patentabillity.
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IMPROVEMENT PATENTS

Practicing the improvement may infringe the existing patent
(depends on inventive entity and licensure).

For a pending application, improvements can be protected by
filing continuation-in-part applications.

Continuation application:

(1) claims same invention as previous application,
but contains some variation in scope of subject

matter claimed (no new disclosure information
allowed).

(2) continues prosecution of earlier application that
can’ t be completed due to USPTO

administrative rules. 03



IMPROVEMENT PATENTS

CIP: contains all or part of disclosure of previous application
and additional subject matter in the disclosure (new matter)
for added improvements, which have priority as of filing the
CIP if not supported in earlier specification.

Divisional:

(1) claims an invention independent from that in
previous pending application but based on
same subject matter as earlier application.

(2) may result from earlier application’ s restriction
into subsets of original claims.
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OTHER TIPS

Keep an inventor’ s notebook.
Preserves date of conception and reduction to practice

Assists determining inventorship (if at issue)

For trade journal articles, news releases, symposia presentations,
research proposals for grant applications and funding solicitations,
and the like, if possible preserve confidentiality:

Don’ t make it enabling: omit or limit, if possible, critical
details.

Limit disclosure to results achieved without describing the
means by which results were achieved.
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OTHER TIPS

Remember:

U.S. provides 1-year grace period for filing patent application
after disclosure, but many foreign countries do not.

Foreign patent applications and PCT applications must be
filed before any publicly enabling disclosure is made.

Applicant can rely on a U.S. filing as long as foreign filing is
within 1 year of U.S. filing.
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Trademarks and Service Marks ™ SM

®

Registration is through the U.S. Patent and Trademark Office
(federal) and/or Secretary of State offices (state).

A trademark is a word, picture, phrase, symbol, design, or
combinations that identifies and distinguishes the source of a
product or service of one party from those products or services of
others.

Rights can last indefinitely if owner continues use and files
periodic renewal documents.
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Word Mark

Translations

Goods and Services

Mark Drawing Code

A

%)

s

JACKSON STATE UNIVERSITY 18 77 MISSISSIPPI EXCELLENTIA ACADEMICA
INVESTIGATIO ET OFFIRIUM

The English translation of "EXCELLENTIA ACADEMICA" in the mark is as follows -
"Academic Excellence Research and Services".

IC 014. US 002 027 028 050. G & S: clocks and watches. FIRST USE: 19841103. FIRST
USE IN COMMERCE: 19841103

IC 016. US 002 005 022 023 029 037 038 050. G & S: notebooks. FIRST USE: 19841103.
FIRST USE IN COMMERCE: 19841103

(CANCELLED) IC 018. US 001 002 003 022 041. G & S: umbrellas. FIRST USE: 19841103.
FIRST USE IN COMMERCE: 19841103

IC 021. US 002 013 023 029 030 033 040 050. G & S: drinking glasses, plates, cups and
mugs. FIRST USE: 19841103. FIRST USE IN COMMERCE: 19841103

(CANCELLED) IC 025. US 022 039. G & S: [ clothing, namely, T-shirts, jerseys, caps,
shorts, jackets, sweatshirts, sweaters, pants, shirts and coats ]. FIRST USE 19841103.
FIRST USE IN COMMERCE: 19841103

(CANCELLED) IC 028. US 022 023 038 050. G & S: golf balls. FIRST USE: 19841103,
FIRST USE IN COMMERCE: 19841103

IC 041. US 100 101 107. G & S: educational services, namely, providing courses of
instruction at the College and post-graduate level. FIRST USE: 19841103. FIRST USE IN
COMMERCE: 19841103

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS
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Word Mark

Goods and
Services

Mark Drawing
Code
Design Search
Code

Trademark
Search Facility
Classification
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis
Published for
Opposition
Registration
Number
Registration
Date

Owner

JSuU

IC 021. US 002 013 023 029 030 033 040 050. G & S: Mugs, works of art made of porcelain and
waste baskets. FIRST USE: 20091014. FIRST USE IN COMMERCE: 20091014

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

03.01.03 - Cats, tigers or other large cats; Cheetahs; Jaguars; Leopard; Lynx; Ocelots; Panther;
Panthers; Puma; Tigers

ANI-MAMM Mammalia;accuracte depiction of warm-blooded animals except for human beings
LETTER-3-OR-MORE JSU Combination of three or more letters as part of the mark

76700650
December 3, 2009
1A

1B
March 16, 2010
3914606

February 1, 2011

(REGISTRANT) Jackson State University INSTITUTION OF HIGHER LEARNING -

UNIVERSITY MISSISSIPPI 1400 John R. Lynch Street Jackson MISSISSIPPI 39217 109
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Word Mark

Goods and
Services

Mark Drawing
Code

Design Search
Code

Trademark
Search Facility

JSU

IC 009. US 021 023 026 036 038. G & S: Football helmets. FIRST USE: 19780701. FIRST USE
IN COMMERCE: 19780701

IC 014. US 002 027 028 050. G & S: Jewelry. FIRST USE: 19780701. FIRST USE IN
COMMERCE: 19780701

IC 018. US 001 002 003 022 041. G & S: Back pack. FIRST USE: 19780701. FIRST USE IN
COMMERCE: 19780701

IC 020. US 002 013 022 025 032 050. G & S: Stadium cushions. FIRST USE: 19780701. FIRST
USE IN COMMERCE: 19780701

IC 024. US 042 050. G & S: Cloth banners and cloth flags. FIRST USE: 19780701. FIRST USE IN
COMMERCE: 19780701

IC 025. US 022 039. G & S: Jerseys; t-shirts; caps. FIRST USE: 19780701. FIRST USE IN
COMMERCE: 19780701

IC 030. US 046. G & S: Cooking seasonings. FIRST USE: 19780701. FIRST USE IN
COMMERCE: 19780701

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

26.11.14 - Rectangles (three or more rectangles); Three or more rectangles
26.11.21 - Rectangles that are completely or partially shaded

LETTER-3-OR-MORE JSU Combination of three or more letters as part of the mark
SHAPES-BAR-BANDS Designs with bar, bands or lines
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THE SONIC BOOM OF THE SOUTH

Word Mark
Goods and Services

Standard Characters
Claimed

Mark Drawing Code
Serial Number
Filing Date

Current Basis
Original Filing Basis

Published for
Opposition

Registration Number
Registration Date
Owner

Attorney of Record
Type of Mark
Register

Live/Dead Indicator

THE SONIC BOOM OF THE SOUTH
IC 025. US 022 039. G & S: t-shirts. FIRST USE: 19710701. FIRST USE IN COMMERCE: 19710701

IC 041. US 100 101 107. G & S: entertainment, namely, live performances by a musical band. FIRST
USE: 19710701. FIRST USE IN COMMERCE: 19710701

(4) STANDARD CHARACTER MARK
76699456

September 14, 2009

1A

1A

March 2, 2010

3789041
May 18, 2010

(REGISTRANT) Jackson State University INSTITUTION OF HIGHER LEARNING (UNIVERSITY)
MISSISSIPPI 1400 John R. Lynch Street Jackson MISSISSIPPI 39217

W. Whitaker Rayner
TRADEMARK. SERVICE MARK
PRINCIPAL

LIVE
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Trademarks and Service Marks

A service mark is a mark that identifies and distinguishes the
source of a service rather than a product.

Ex: JSU trademarks exist for stickers, t-shirts, and drinking
mugs

Ex: JSU service mark exists for educational services of
providing instruction courses and entertainment services

Registration is not required (state or federal)
Rights are established on legitimate use of the mark.

Should use “TM” or “SM” next to mark to visually indicate
claim of ownership.
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Trademarks and Service Marks

Registration does provide:

Constructive notice of owner’s claim of ownership

Evidence of ownership

Ability to file an injunctive or infringement action in federal
court

Ability to file for registration in foreign countries

Ability to file for registration with U.S. Customs Service to
prevent importation of infringing foreign goods
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Trademarks and Service Marks

May use “TM” or “SM” designation with the mark any time owner
claims rights in a mark to place public on notice of claim of
ownership.

May use “®” ONLY after the federal USPTO registers the mark,
NOT while application is still pending or if only registered through
a state’ s SOS office.

Notice is used to ideally prevent others from using a confusingly
similar mark.

Cannot prevent others from making, selling, or providing the
same types of products or services under a clearly different

mark.

Others may also use a similar mark if in a completely different
classification and if no public confusion would exist.
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Trademarks and Service Marks

Basic fees (federal and state) per mark for each category
(classification) of products or services, depending on the
application.

Can be obtained for:

Use in commerce

Intent to use in commerce

Prior mark search should be completed initially.

115



Trademarks and Service Marks

Levels of mark strength (from strongest to weakest):
Fanciful — Invented or made up, Ex: “Kodak”

Arbitrary — Commonly used but no meaning as to the goods,
Ex: “Arrowhead” water

Suggestive — Some sort of quality or characteristic,
Ex: “Coppertone” sun lotion

Descriptive — Describes goods or services,
Ex: “Bob’ s 10 Minute Lube”

= Surnames — Like descriptive marks, but can become stronger through use,
Ex: “Smith Shoes”

Generic — No protection or registration since it is used for an actual
item,

Ex: “Modem” modems
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Trademarks and Service Marks

Rights can last indefinitely if owner continues use and files
periodic renewal documents.

Registration and renewals granted prior to Nov.16, 1989
have a 20-year term

Registration and renewals on or after Nov.16, 1989 have a
10-year term

Principal Register — for fanciful, arbitrary, suggestive marks

Supplemental Register — for descriptive marks

May allow descriptive marks to be registered on Principal
Register after 5 years of use in commerce.
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Trademarks and Service Marks

Owners must take active steps to prevent infringement, as well
as from becoming generic (“Kleenex” for tissues or “Xerox” for
copies)

Ex: Golden Eagle mark and lowa’'s Hawkeye mark

Ex: MSU mark used by Northern State University in South
Dakota.

Typically, the mark owner may send a cease and desist letter
to an offending party.

Parties may agree to a co-existence agreement if regionally
separated, for example.
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Certification Marks

Any word, name, symbol, device, or combination thereof, used in
commerce with the owner’s permission to certify and identify goods
or services that meet certain standards or specifications such as:

Regional or other place of origin

Materials

Mode of manufacture

Quality

Other Accuracy

Characteristics or features of goods/services

That work was performed on goods or services by members of
an organization or union.

= Ex: “UL” for Underwriters Laboratories
(manufacturers of electrical equipment)
= Ex: “Grown in Idaho” for potatoes grown in Idaho

= Ex: “Good Housekeeping” seal of approval
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Attorney of
Record

Prior
Registrations

Type of Mark

Register

Affidavit Text

Other Data

Live/Dead
Indicator

Carol H. Morita

0782589

CERTIFICATION MARK

PRINCIPAL

SECT 15. SECT 8 (6-YR).

The certification mark as used by persons authorized by applicant certifies that representative samplings of the goods conform to

the requirements of the applicant.

LIVE
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Word Mark

Goods and
Services

Mark Drawing
Code

Design Search
Code

Serial Number
Filing Date

Current Filing
Basis

Original Filing
Basis

Published for
Opposition

Registration
Number

Registration
Date

Owner

Attorney of
Record

Prior
Registrations

Type of Mark
Register

Other Data

Live/Dead
Indicator

GROWN IN IDAHO

ICA.USA. G & S: Potatoes and potato products, namely fresh, frozen, refrigerated and dehydrated potatoes.
FIRST USE: 19731100. FIRST USE IN COMMERCE: 19731100

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

01.17.11 - Maps, States of the United States; States (map of)

01.17.25 - Bodies of water (maps); Cities (maps); Counties (maps); Maps or outlines of other geographical areas
26.11.02 - Plain single line rectangles; Rectangles (single line)
26.11.21 - Rectangles that are completely or partially shaded

76542378

September 3, 2003

1A

1A

October 5, 2004

2914307 'DAHU

December 28, 2004

(REGISTRANT) State of Idaho Potato Commission STATE AGENCY IDAHO 599 West Bannock Street P.O. Box
1068 Boise IDAHO 837011068

Thomas W. Brooke

0631499;0802418;0943815;1233007;AND OTHERS

CERTIFICATION MARK
PRINCIPAL

The certification mark, as used by person authorized by the certifier, certifies the regional origin of potatoes grown
in the State of Idaho and certifies that those potatoes conform to grade, size, weight, color, shape, cleanliness,
variety, internal defect, external defect, maturity and residue level standards promulgated by the certifier.
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Word Mark

Goods and
Services

Mark Drawing
Code

Design Search
Code

GOOD HOUSEKEEPING PROMISES LIMITED WARRENTY TO CONSUMERS REPLACEMENT
OR REFUND IF DEFFECTIVE.

ICA_USA.G &S: Appliances and housewares, namely, Coffee Makers, Dishwashers, Dryers,
Freezers, Irons, Steamers, Ovens, Refrigerators, Vacuums, Washers; Beauty and personal care
products, namely, Toothpaste, Toothbrushes, Insect repellant, Hair dye, Jewelry cleaner,
Cosmetics, Skin lotion, Skin powders, Cosmetic brushes, Tweezers, Clippers, and Cosmetic
scissors; Cleaning, Kitchen, and Household items, namely, Paper towels, Napkins, Water filtration
systems, Dish washing detergent, Toilet paper, Air freshener, Laundry detergent, Paper cups,
Plastic household utensils, namely, forks, knives, and spoons, Storage boxes, Trash bags, Plastic
wrap, Window cleaner, Cleansing products; Childcare and Toys, namely, Stuffed animals,
Childrens clothing, Childrens accessories, namely, backpacks and lunchboxes, Disposable
diapers; Health aids and remedies, namely, Lozenges, Allergy medication, Fiber supplements,
Blood pressure monitors, Massagers, Heating pads, Cough medicine; Food and Beverages,
namely, Canned food, Canned soup, Pasta, Eggs, Cooking oils, Pasta sauce, Meat, Sugar
substitutes, Cooking sprays, Rice, Pretzels, Chips; Home Building and Decorating products,
namely, Cabinetry, Countertops, Carpeting, Flooring, Roofing, Siding, Windows, Home Fumniture,
Garage doors, Garage door openers, Garden supplies, Home heating systems, Home air
conditioning systems, Interior doors, Mattresses, Paints, Wall paper, Home water treatment
systems; Consumer electronics, namely, Rechargeable batteries, Cell phone, Cell phone
accessories. FIRST USE: 19100101. FIRST USE IN COMMERCE: 19100101

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

01.01.03 - Star - a single star with five points
26.03.03 - Incomplete ovals; Ovals, incomplete
26.03.08 - Letters, numerals or punctuation forming the perimeter of an oval or bordering the
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Collective Marks

Trademark or service mark used in commerce by members of a
cooperative, association, or other collective group.

Includes a mark indicating membership in a union, association,
or other organization.

Can be used for products and/or services.

Collective marks may be used by members of the group that
owns them, while certification marks may be used by anyone
who complies with standards defined by the owner of the
certification mark.

Ex: "ASOA" used by the American Society of Cataract and
Refractive Surgery
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Word Mark ASOA

Goods and
Services IC 016. US 038. G & S: brochures, newsletters and reference manuals regarding office practice management
in the field of ophthalmology. FIRST USE: 19870000. FIRST USE IN COMMERCE: 19870000

IC 042. US 100. G & S: association services; namely, promoting the interests of ophthalmic administrators and

the field of ophthalmic administration. FIRST USE: 19870000. FIRST USE IN COMMERCE: 19870000
IC 200. US 200. G & S: exercising legitimate control over the use of the collective mark shown in the
accompanying drawing for indicating membership in a society of ophthalmic administrators. FIRST USE:
19870000. FIRST USE IN COMMERCE: 19870000

Mark Drawing
Code (1) TYPED DRAWING

Design Search
Code

Serial Number 74138497

Filing Date February 11, 1991
Current Filing 1A

Basis

Orlglnal Filing 1A

Basis

Published for

Opposition March 24, 1992

Registration

Number 1694315

Registration June 16, 1992

Date
Owner (REGISTRANT) American Society of Cataract and Refractive Surgery CORPORATION CALIFORNIA 4000
LEGATO ROAD Suite 850 Fairfax VIRGINIA 220334055
Q:gg:gy of HOLLIS R. COPELAND
Type of Mark TRADEMARK. SERVICE MARK. COLLECTIVE MEMBERSHIP MARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20020402.
Renewal 1ST RENEWAL 20020402
Live/Dead 124
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Trademarks and Service Marks

Forbes Magazine’s
Top 10 most valuable brands (utilizing trademark value):

1. Apple $124.2 Billion
2. Microsoft $ 63.0 Billion
3. Google $ 56.6 Billion
4. Coca-Cola $ 56.1 Billion
5. IBM $ 47.9 Billion
6. McDonald’ s $ 39.9 Billion
7. General Electric $ 37.1 Billion
8. Samsung $ 35.0 Billion
9. Toyota $ 31.3 Billion

10.Louis Vuitton$ 29.9 Billion
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Copyrights ©

Registration is through the U.S. Copyright Office.

Protect the particular way or form an author has expressed
himself or herself, but not the subject matter, ideas, systems, or
factual information conveyed.

Available for published and unpublished works.

Registration provides statutory protections that works that are
not registered do not possess.
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Copyrights ©

Provide protection to authors of original works of authorship
including:

Literary works, books, manuscripts, computer code
Dramatic works

Musical works

Pantomimes and choreographic works

Artistic works, paintings, photographs

Pictorial, graphic, and sculptural works

Motion pictures, films, and audiovisual works
Sound recordings

Architectural works

127



Copyrights ©

Copyright Act of 1976 gives the owner the exclusive right to:

Reproduce the work

Prepare derivative works based upon the work

Distribute copies to the public by sale, rental, lease, lending
Perform the work publicly

Display the work publicly

Perform the work publicly by digital audio transmission (for
sound recordings)
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Derivative Works

Work based on or derived from one or more already existing works:

Translations into another language
Music arrangements

Motion picture versions of literary material, novels, or plays
Art reproductions

Condensations of preexisting works

New editions, revisions

New versions of existing computer program
Revision of a website

Copyright covers only the additions, changes, or new material, not
the preexisting material.
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Compilations

Compilations of data or compilations of preexisting works
(“collective works”) having original authorship can be copyrightable
if the materials are selected or arranged in such a way that the
result is a new work:

Collection of top music hits of 2014

Website using text, graphics, and or photographs
Directory of best restaurants in Jackson

Academic publication of articles about a specific subject

Copyright covers only the selection or arrangement of the
compilation of data or collection, not the data itself or the
preexisting works themselves.
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Right to Prepare Derivative Works

Only the owner of copyright has the exclusive right to prepare, or
to authorize others to create, derivative works or adaptations of

the original work.

Exceptions to copyright infringement (including derivative works):

Fair use scholarship — but not too much
Fair use book reviews
Fair use parody, criticism, comment
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Copyrights

Copyright exists when an original creative product is first fixed
in a tangible medium of expression.

Owned by the author or those deriving their rights through
the author

For works made for hire, the employer and not the employee is
considered the author for purposes of copyright ownership.

Parties must expressly agree in a written instrument signed
by them that the work shall be considered a work made for
hire.

Authors of a joint work are co-owners of the copyright:

Each can use the work without the other’s consent
Must pay the co-owners their share of any profits
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Copyrights

A work made for hire is:

1. Awork prepared by an employee within the course and scope
of employment; OR

2. A work specially ordered or commissioned for use as:

A contribution to a collective work

A part of a motion picture or other audiovisual work
A translation

A supplementary work

A compilation

An instructional text

A test

Answer material for a test

An atlas
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Copyrights

Notice of copyright is not required but beneficial for these
reasons:

Ex: © 2015 John Smith. All Rights Reserved.

1.
2.

3.

4.

Establishes public record of claim.

Must have registration before filing infringement
lawsuit.

Damages are available based on when registration is
obtained.

Allows owner to register with U.S. Customs Service to
protect against infringing imports.
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Copyrights

Notice informs the public that a work is protected by copyright.

In infringement action, defendant generally cannot claim
innocent infringement regarding actual or statutory damages.

Protection duration depends on when work was originally
created and/or published:

1. Created on or after Jan.1, 1978:

= Author’s life +70 years

= Works for hire: 95 years from first publication or 120
years from creation, whichever expires first
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Copyrights

2. Created before Jan.1, 1978 but not published or registered
by that date:

= Same as for works created on or after Jan.1, 1978.

3. Created and published or registered before Jan.1, 1978:

= Complicated, but generally renewal term from secured
date + 67 years and a total term of 95 years.
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Copyrights

Copyright Act provides 4 factors to determine whether or not
use is fair:

1.

e

Purpose and character of use, whether it is for commercial
purpose or for nonprofit educational use;

Nature of copyrighted work;
Amount used in relation to the whole: and
Effect of use on the market for or value of the work.
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Copyrights

Exceptions to owner’s exclusive rights: FAIR USE

Criticism
Comments
News reporting
Teaching
Scholarship
Research
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Copyright Ownership

Under the Copyright Act, there are 3 types of copyright owners
for which the “author” initially owns the copyright:

Individual Owners
Joint Owners
Owners of works made for hire
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Copyright Ownership

Individual owners — solely own copyright rights to creation
Joint owners — Two or more individuals create a joint work

Each individual is an owner of an equal share of the
copyright to the work, regardless of amount or quality of
each contribution.
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Copyright Ownership

For works for hire, the employer is considered the author even
if the employee created the work.

Exception (common law) is that copyright in academic writings
and scholarly work generally belongs to the teacher/professor.
(for example, journal articles, lecture notes, and teaching
materials).

Electronic distance education and online courses have created
issues of who owns copyright in material and who has control
over distribution, revision, and maintenance.
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Copyright Ownership

Copyright ownership, sole or joint, in a university setting, likely
depends on the facts (case-by-case basis).

Employer control.

If a relevant project is highly integrated into university
projects or dependent on administration or outside entities.

University institutions should have clear policies and/or
contractual provisions regarding such ownership since, like all
IP, institutions should not relinquish property right without
negotiation and/or obtaining Fair Market Value.
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Copyright

Graffiti: Defined by Merriam-Webster (m-w.com) as:

A form of visual communication, having a long history dating
back to ancient Roman times, now usually illegal, that
involves the unauthorized marking of a public space by an
individual or group.

An expressive art form, prominent in major urban centers,

placed on subways, billboards, trains, walls, and buildings,
for example.

Graffiti could include authorized expressive art forms.
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AUTHORSHIP

Involves copyright law but is not synonymous with inventorship.

For papers or articles, authorship is defined as when one or more
individuals contributes to the creation of a paper or article.

Important to the reputation, promotion, and grant support of
authors and the reputation of an institution or university.

May include researchers who conducted the subject study.
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AUTHORSHIP

Includes those who contribute to:

Algorithms, equations, or figures used during research.
Published reports of scientific research.

Words, images in paper or electronic media, published or not.
Published reports of new discoveries and ideas.

Published reviews of existing knowledge.

Educational programs.

Authors contribute to a final written product and might imagine an
outcome or solution or write or publish about it, but inventors

participate in the inventive step and describe the steps and
mechanisms needed to get to the solution.
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AUTHORSHIP

Co-authors of an article or publication, including students,
co-workers, supervisors, employees, technicians,
department chairs, and thesis advisors are not necessarily
co-inventors of an invention.

Standards for authorship and order of authorship of an
institution’s policy should be followed to preclude
adversely affecting effectiveness and reputation of the
authors and the institution.
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AUTHORSHIP

An author is one who makes a substantial, direct, intellectual
contribution to a work (design, analysis, or interpretation of data).

Others who make substantial contributions, such as acquiring
funding or providing technical services or materials, could also be
acknowledged.
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Trade Secrets

Trade secrets are formulas, practices, patterns, designs,
instruments, processes, devices, methods, techniques, or
compilations of information used by a business to obtain an
advantage over competitors.

Trade secrets are:

Not generally known or easily obtained by proper methods.
Economically valuable to their holder, and

Should be the subject of reasonable efforts to maintain their
secrecy.
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Trade Secrets

Also known as “confidential information.”

In business, trade secrets are subject to be protected by:

Non-disclosure agreements (confidentiality agreements)
Non-compete clauses

Protection can extend indefinitely (i.e., Coke) since generally not

protected by a patent (public disclosure), but are always subject
to disclosure or “reverse engineering.”

(Coke also holds many patents as well).
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Trade Secrets

State and Federal laws protect trade secrets:

Uniform Trade Secrets Act
(48 states, D.C., Puerto Rico, Virgin Islands)

Economic Espionage Act of 1996 (U.S.)
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Trade Secrets

Owner should take reasonable steps to protect and maintain
secrecy:

Employees — agreement not to reveal employer’s proprietary
information.

Employees — agreement to sign over rights to intellectual
property to employer during course of employment and as

condition of employment.

Other companies or universities — agreement not to disclose
secrets in licensing talks or business negotiations.

152



Trade Secrets

Ex: In February, 2012, federal prosecutors charged 5 individuals,
2 of whom were Dupont employees, and a Chinese company with
theft of Dupont’ s technology to manufacture titanium dioxide
(TiO2), which was part of a $17 billion global market.

Ex: December, 2012, President Obama signed into law the Theft
of Trade Secrets Clarification Act, expanding the Economic
Espionage Act of 1996 to include trade secret theft relating to
products a company sells AND that a company uses internally.

Ex: In January, 2014, a regional manager of a San Francisco
area executive search firm was sentenced to prison and fined for
trade secret theft by convincing 3 former co-workers to download
and send him customer list information that he used to start his

own firm.
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Trade Dress

Category of trademark law that refers to a product’s image and
visual appearance or its package.

Includes:

= 3-dimensional shape
= Graphic design

= Color

= Smell
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Trade Dress

2 Basic Requirements for protection:

1.

Features must function as a source indicator — identify a
product and maker

Features must be nonfunctional — cannot affect cost, quality,
or ability to compete

Functionality depends on the product:

Ex: Color is functional for clothing since it affects
appearance and buyers

Ex: Color is non-functional on home insulation since it is
purchased for in-wall use and not seen

Ex: Colors and theme of a restaurant (WENDY’S)
Ex: Packaging for Wonder -® bread

Ex: Tray configuration for Healthy Choice ® frozen
dinners
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Domain Names

A mark comprised of an Internet domain name is registerable if it
functions as an identifier of the source of goods or services.

It is important to evaluate the commercial impression of the mark

as a whole, including the top level Internet domain name (TDL)
indicator, such as “.com,” “.org,” and “.edu’.

TDLs and uniform resource locators (URLs) * ”

typically function to indicate a World Wide Web address and
not as a source-indicating function.
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Word Mark

Goods and
Services

EBASEBALLCLUB.COM

IC 035. US 100 101 102. G & S: Online sports recruiting services for high school athletes, namely, providing a

website where athletes are able to provide information and player profiles for showcasing their athletic and
educational abilities for college recruiters, professional scouts, coaches and other having an interest in obtaining
information about athletes and for the providing of information and assistance for allowing athletes, scouts,

coaches and college recruiters to evaluate or match athletes with required needs associated with the selection
and recruiting of athletes. FIRST USE: 20041116. FIRST USE IN COMMERCE: 20041116

Mark Drawing
Code

Design Search
Code

Serial Number
Filing Date

Current Filing
Basis

Original Filing
Basis

Published for
Opposition

Registration
Number

Registration
Date

Owner
Attorney of
Record

Type of Mark
Register

Live/Dead
Indicator

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

21.03.01 - Balls (basketballs, table tennis, footballs, etc.); Baseballs; Basketballs; Billiard balls; Bowling balls;
Footballs; Golf balls; Paddle balls; Table tennis balls; Tennis balls; Volleyballs
24.09.07 - Advertising, banners; Banners

78520823

November 22, 2004

1A

1A

March 14, 2006

3100218

June 6, 2006

(REGISTRANT) Elite Fantasy League Sports L.L.C. LTD LIAB CO ILLINOIS Suite 102 240 East Ogden Avenue
Hinsdale ILLINOIS 60521

Burton S. Ehrlich

SERVICE MARK

PRINCIPAL
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Semiconductor Mask Works (M)

Covers semiconductor integrated circuits.

Mask works are used in semiconductor fabrication like stencils
to create layers of devices comprising the chip circuitry.

Semiconductor Chip Protection Act of 1984 protects original
mask works when registered with the U.S. Copyright Office.

Protection rights continue for 10 years from registration date.
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Patent and Trademark Resource Centers

PTRC located at Mississippi Library Commission in Jackson.

Receives and houses copies of U.S. patents and trademark
materials

Good source of information

(for foreign patents)

Internet Search
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Why Is It Important to Protect IP?

Start-up companies and typically many types of companies
today are driven by new business models based on new
innovations in technology.

Many start-ups have few tangible assets or inventory, but may
have valuable IP.

Start-up businesses are generally based on a core concept that

may only exist, for example, as computer software running on a
few servers.
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Do Universities Need to Protect IP?

Universities drive |IP and research and potentially have enormous
reserves of valuable intellectual resources.

The Mix of IP

Patents may be obtained on core developments, products,

and methods, including products, processes, and methods of
doing e-business, and on software, for example.

Trademarks may be used to give a product a unique and
recognizable identity in the market or be used as Internet
domain names.

Service marks may be used to identify unique services
offered.

Trade dress may be used to characterize visual appearances
of a product or its packaging.
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Why Is It Important to Protect IP?

Copyrights may be obtained to protect creative expression,
paper documentation, electronic content, or computer software.

Trade secrets many be retained to maintain or control a
technology as long as desired.

Obtaining (by purchase, license, or self-generation), managing,
and commercializing IP assets are critical factors that may
determine the success or failure of an invention by a company
or a university.
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Why Is It Important to Protect IP?

Protection of IP

IP assets should be vigorously protected and defended to
prevent theft, misuse, and/or loss.

IP assets must be asserted against and defended from
potential and/or actual infringers or misuse.

Universities must be diligent to detect and defend against
conduct of IP piracy or copying, or risk losing exclusive use
of IP assets.
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Why Is It Important to Protect IP?

Protection of IP (continued)

IP may weaken in value and strength, or be lost, if
infringement is not addressed and terminated or if not
managed properly.

IP should not be amicably transferred or given away by a
university since it likely is state property.

Fair Market Value should be the benchmark value of IP when
it comes to transfer by licensure or sale of IP assets.
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Methods of Protecting IP

Review Internet searches of mark and domain name usage.

Review USPTO and other databases and printed publications in

journals and trade publications for published patents and
trademarks.

Send well-reasoned and data-specific cease and desist letters
to infringers.

Register |IP assets with appropriate entities.

Initiate litigation in state and/or federal court when appropriate
and necessary.
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Methods of Protecting IP

Require employees to execute contracts of employment with
reasonable assignment and/or royalty clauses and use non-
disclosure agreements, when appropriate, to protect proprietary
information, products, or material.

Require university researchers/employees to assign rights to
ownership of intellectual property created for the university during
employment before beginning employment and as a condition of
employment.

Employees should reveal all intellectual property owned or co-
owed prior to beginning employment.
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Methods of Protecting IP

Require employees and other individuals and companies with
whom licensing and business is conducted to execute non-
disclosure agreements and confidentiality agreements, as required.

Set forth and have employees acknowledge employee termination
procedures that reinforce the university’ s IP policies.

Maintain methods to keep trade secrets proprietary.
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Methods of Protecting IP

Maintain carefully planned and executed assignment and
license agreements.

Maintain control and accountability over all licensee(s)
regarding matters such as royalties, product quality, product
control, and periodic review.

For outside contract work, ensure by written agreement that all
IP created belongs to the university, as required.
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Methods of Protecting IP

Practice computer security and physical security.

Set forth in writing the university’s IP policies and have
employees acknowledge such policies and receipt thereof.

Maintain accurate and up-to-date records of all IP assets.
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Methods of Protecting IP

Ways to Protect IP Assets

Evaluate |IP assets on a periodic basis and the direction the
university is or should be moving.

Motivate employees to assist in the process of generating
additional licensable IP through royalties and other incentives.

Encourage the disclosure program for employees to provide
written evidence of IP concepts and a timely process to
evaluate such IP and provide feedback.
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Methods of Protecting IP

Regularly hold seminars and provide publications for
employees to identify potentially valuable, protectable, and
licensable IP.

|[dentify potential licensees and partnerships through normal
business channels, university associations, trade shows, and
on-line searches.
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Common IP Mistakes

Failure to obtain written assignments or license of IP rights or
rights developed by employees or consultants.

Missed opportunities for patent protection of inventions — Critical
deadlines (statutory 1-year time bar) must be met and
understood before trade show demonstrations, publishing
technical papers, or offering for sale to 3 parties.
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Common IP Mistakes

Poor trademark choice(s) — choosing strong marks adds value to
novel product(s) and process(es) for the university.

Use of IP, including trade secrets from a prior employer — civil and
criminal litigation can result from use by employees of customer
lists, semiconductor design, computer software, methods, and
products, for example.
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Developing an IP Strategy

Patent Strategy

Develop an accurate process for identifying potentially
patentable inventions and compare to simply using trade
secret protection.

Include potentially patenting both product and method or
process of manufacture.

Determine which inventions are most valuable to protect and
which inventions are most likely to be licensable.

Review others’ relevant patent filings.

Determine in what relevant foreign countries, if any, to file for
protection.

Decisions of protection should ideally be made prior to public
disclosure (to protect foreign rights).

Decisions to disclose certain inventions so 3 parties cannot
patent them.

174



Developing an IP Strategy

Copyright Strategy

Make certain university has proper transfers of copyrights by
employees and independent contractors.

Register copyrights in important products to ensure legal
enforcement and to possibly obtain statutory damages and
attorneys fees, if litigation becomes necessary.

Employees should understand copyright issues to prevent
unauthorized use of 3™ party software, manuals, or
materials.
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Developing an IP Strategy

Trademark Strategy and Service Mark

Ensure that trademark selection is controlled so each
product or service uses a distinctive mark.

May use a primary trademark for a group of products and
secondary marks for certain products.

= (Ex: Microsoft uses “Microsoft” on all products and uses
secondary marks such as “Internet Explorer” and
“WORD?” for specific products).
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Developing an IP Strategy

Trademark Strategy (continued)

Trademark should be “cleared” before adoption to ensure
another entity does not have rights to it either in the U.S. or
foreign countries.

Determine in which countries to protect the mark based on
importance of the mark and the product

= (Ex: Adobe Systems, Inc. cleared the mark “Acrobat” in
20+ countries at least 9 months prior to product
introduction).
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Developing an IP Strategy

Trademark Strategy (continued)

Universities must have policies to ensure their marks are used
properly and that their own use does not undercut their ability
to enforce them.

Must ensure university marks are not misused by others or 3™
parties and that others do not adopt confusingly similar marks

= (Ex: Apple Computer successfully objected to the use of
“Apple Soup” for computer software by a start-up

company).
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Developing an IP Strategy

Trade Secret Strategy (continued)

Should have policies in place for protection and ability to
prove the use of procedures and efforts to use “reasonable
measures” to protect confidentiality.

Measures should include employee assignment and
confidentiality agreements, non-disclosure agreements, and a
marking program.
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Developing an IP Strategy

Trade Secret Strategy (continued)

Employees should be trained to recognize and properly
protect trade secrets.

Trade secret program should coordinate with patent program,
since issuance of a patent (with public disclosure and 20-year

protection) terminates trade secret protection (which enjoys
effectively endless secrecy and protection).
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Developing an IP Strategy

Licensing Strategy

Carefully review “inbound” license (to the university from 3™
parties) to ensure inclusion of rights broad enough to account
for evolution of university’s research, products, and future
research, the ability to sublicense these rights, and
transferability in case of assignment, transfer, or sale.

Ensure university’s exclusive licenses to 3" parties do not
prevent exploiting its own technology in other markets and
that they include minimum performance requirements.
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Developing an IP Strategy

Licensing Strategy (continued)

Indemnification for IP infringement.

Establish a policy for the use of open source software in
university products and ensure its compliance.
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Developing an IP Strategy

Royalties and IP Audit

“If you don’t attempt to measure it, you can’t manage it.”

Unlike typical assets, IP is generally intangible and IP value
may be difficult to measure, at least initially.
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Developing an IP Strategy

Royalties and IP Audit (continued)

Royalty and IP audits provide a means of measuring revenue
and value to the university due to IP assets:

Royalty and IP audits

Determine if licensees are in compliance with terms of
agreements;

Instill confidence in information obtained from licensees;

Provide benchmarking and assess changes in technology;
and

Determine under-utilized assets, new avenues to develop
IP assets, and bring the university’s departments together.

Consider utilizing a 3" party to execute IP audit(s).
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Developing an IP Strategy

Remember:

Disclosure is more important than ever under the AlA.

The use of different IP assets are not mutually exclusive but
should compliment each other.
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Developing an IP Strategy

One Example:

A university may decide to register for copyright protection for
software, seek patent protection on all or certain aspects of
the software, keep other aspects of the software trade
secrets, and obtain trademarks and service marks for the
product and services, respectively.

Choosing the best course of protection and communalization
depends on the factual and marketing circumstances behind
each situation.
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IP Commercialization

Commercialization is defined as the process of introducing a new
product or process into the marketplace, usually for profit.

University IP can be commercialized through:

Promotion by the University itself

Gov'’ t, privately-funded, or collaborative research
Licensing

Marketing and development

University spin-off and start-up companies
Assignment/Sales
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IP Commercialization

Non-Disclosure Agreement (NDA) is advisable prior to licensing
negotiation:

NDA identifies parties, confidential information, purposes for
which info can be used, and requirements for return of
confidential info.
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IP Commercialization

Material Transfer Agreement (MTA):

Governs transfer of physical assets/materials.
= Biological, plant materials; chemical compounds

Transfers possession but NOT legal title.

University Technology Transfer Office can:

Safeguard disclosures

Assess technologies

Secure |P protection

Commercialize promising technologies
Connect with commercial partners
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IP Commercialization

Process includes:

1. University Tech Transfer Office receives info on discoveries
and inventions by disclosure in confidence.

2. TTO assesses technology, develops commercialization
plans, and decides with inventors/advisors whether to
assert university’ s rights in the technology.

3. TTO pursues IP protection, if appropriate, through patents,
copyrights, trade secrets, and/or trademarks for inventions
and works of authorship.
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IP Commercialization

4. TTO may pursue public and/or private partners to license
and/or market the technology.

5. TTO negotiates licensure, commercialization plans, and
compensation distributions (fees, royalties, etc.).

6. TTO monitors commercialization development, progress,
activity, and compliance.

7. Inventors should be involved in the protection, marketing,
and negotiations involving the technology.
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IP Commercialization

Association of University Technology Managers (AUTM) data for
FY 2013:

818 new start-up companies were formed

616 (of 818) had the primary place of business in the
University’s home state

4,206 start-up companies were operating at end of FY 2013

$22.8 Billion of net product sales were generated in 2012
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IP Commercialization

5,198 licenses executed

719 new commercial product sales were created by
companies licensing University technology

Total research expenditures: $ 65.1 Billion
Federally-funded research expenditures: $ 39.9 Billion

Industry-sponsored research expenditures: $ 4.58 Billion
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[P Licensing

Standard License:

TTO licenses the technology to an existing company and
distributes income accordingly.

Start-Up Company License:

TTO works with inventor(s) for licensure to the start-up.
TTO monitors licensure requirements.
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[P Licensing

IP owner (University) gives another entity the authority to
exploit, make, use, sell products, copy, display, distribute, etc.
the IP, in return for royalty income.

Licensing is most common form of University IP
commercialization:

m University manages technology scope, exclusivity, fees,
fields of use, territories of use, royalties, and compliance by

both parties.
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[P Licensing

An IP license should include:

m Listing of subject matter, i.e. how it's to be used, technical
description, application/serial/registration/patent numbers,
identification of invention, copyright, trademark, etc.

m License scope, i.e. making, using, selling products/process;
copying/distributing copyrighted material, derivative works;
using/branding with trademarks.

m Technical Field of use (automotive, aerospace, power, solid
state electronics).

m Territory of use
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[P Licensing

m [P Ownership
m Confidentiality matters
m Exclusivity

m Sub-Licensure
m Term(s) of the license (time duration)

m Compensation matters, i.e. royalties, payment terms, lump sum

m Development rights/matters, improvements, updates

m Warranty matters, i.e. defects in technology & title
m Dispute resolution

m Indemnification matters, i.e. infringement and 3 party claims.
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